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1 The above-entitled matter came on for oral hearing on Wednesday, 

2 December 9, 2009, at The U.S. Patent and Trademark Office, 600 Dulany 

3 Street, Alexandria, Virginia, before Deborah Rinaldo, Notary Public. 
4 

5 JUDGE DIXON: This is Joe Dixon. We have Judge Dixon, Judge 

6 Dang and Judge Blankenship. You have 20 minutes. You can begin whenever 

7 you are ready. 

8 MR. JOY: Okay. Did I get it right, there's four people on this panel? 

9 JUDGE DIXON: No. I said myself twice. 

10 MR. JOY: Okay. 

11 JUDGE DIXON: I'm doubling up. 

12 MR. JOY: Honorable members of the Board, my name is Mark Joy, 

13 registration is 35,562, and I represent the appellant, Mody, et al., and the 

14 assignee, Invensys Systems, Inc., in the present appeal, which is number 

15 2009-005171 which corresponds to U.S. application number 10/680,542 that 

16 was filed on October 7, 2003. I just want to make sure we're all on the same 

17 case here. 

18 What I intend to do is I'll initially briefly describe the claimed invention 

19 with reference to the drawings and I'll then briefly describe the teachings of the 

20 cited prior art, ViewSonic, and prior art version of Wonderware's InTouch 

21 application. 

22 And then finally, I'm going to go for a couple of the points, the primary 

23 points that I believe address the Appellant's arguments. 

24 JUDGE DIXON: All right. 
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1 MR. JOY: I believe the Briefs are pretty clear with regard to what our 

2 position is and I think that the Examiner has stated his — or the USPTO has set 

3 forth their position. 

4 My primary purpose for having this oral hearing is to make sure that if 

5 there is something that's unclear, that I can answer those questions to the best 

6 of my ability and make sure that at least whatever decision is rendered is based 

7 upon a clear understanding of the two positions. 

8 And therefore, if at any time you want to just break in and start asking 

9 questions, feel free to do so and otherwise I'll pretty much just be repeating 

10 what exists in the Briefs. 

11 In general, I say that our position is that the combined teachings of 

12 ViewSonic and Wonderware InTouch, the prior art version, do not disclose, 

1 3 when combined, each of the elements of the claimed invention and therefore, a 

14 prima facie case of obviousness hasn't been established. 

15 And so going to independent claim 1, the only independent claim, I'm 

16 not going to go into the beginning sections because I don't think those are 

17 really at issue. 

18 What I want to jump to is the last paragraph which is the recitation of a 

19 set of one or more application programs relating to supervisory control of 

20 industrial processes, wherein the application programs interact with a user via 

21 a set of tablet PC interface services associated with the human-machine 

22 interface. 

23 And in particular, I think as you probably know from the previous 

24 Briefs, the main point of contention with the art of this claim has to do with the 

25 set of - and I'm quoting, Set of tablet PC interface services associated with the 



3 



Appeal 2009-005171 
Application 10/680,542 

1 human-machine interface. Those services are disclosed by way of example in 

2 figure 2 and they are identified as the common services. 

3 And the first point I would like to clarify is that that claim element does 

4 correspond to the example of common services that are enumerated on figure 2 

5 and then described in the corresponding written description, but it's a special 

6 set of common services that include particular services that allow the 

7 exploitation of a tablet PC as opposed to any prior art version that did not 

8 include by way of example the ten input panel and annotation services that are 

9 identified in figure 2. 



10 The other claims that are at issue are the dependent claims 5, 10, and 16, 

1 1 and it's our position that these recite a unique annotation service that enables a 

12 user to capture a particular view of a tablet PC screen and thereafter annotate 

13 that captured view. Examples of those are given in figures 4 and 5 of the 

14 original specification. 

15 Turning to the prior art, there's two cited references. The first is the 

16 ViewSonic View Pad, which is, we agree, an example of a prior art tablet PC 

17 hardware and it was indeed known at the time of the invention. And then the 

18 second piece of prior art is a previous version of Wonderware's InTouch 

19 application. 

20 The rejection of the claims relies upon this prior art version and it's our 

21 position that this prior art version, while capable of running on a tablet PC, 

22 lacks the existence of the claimed ~ I want to get the words right here - set of 

23 tablet PC interface services that would facilitate the creation of the invention. 

24 What would happen is you would run it, if you loaded the prior art 

25 version of the InTouch application on the prior art ViewSonic View Pad, is 
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1 you would get an application that runs as if it was running on a normal stand -- 

2 whatever you call that, the standard PC that doesn't have the capability of 

3 exploiting things such as a pen-user interface, which is pretty much 

4 synonymous with a tablet PC. 

5 JUDGE DIXON: But it would still work? 

6 MR. JOY: Absolutely. But it wouldn't have this set of - going back to 

7 the wording - 

8 JUDGE DIXON: The wording says only one application, set of one or 

9 more. So we just need one application. 

10 MR. JOY: Absolutely. I agree with that. It would definitely run on - 

1 1 the point of contention I believe is with regard to how the wording of the 

12 phrase "wherein the application programs interact with the user via a set of 

13 tablet PC interface services associated with a human-machine interface." 

14 JUDGE DIXON: But if it works, then it does interface with, you know, 

15 some PC interface services. They may not be the same as yours, but your 

16 claim doesn't detail what those services are or how they interface with this 

17 human interface for the tablet, with the pen. I mean, there's no details. But if 

18 it works, it works. 

19 MR. JOY: Actually, I would say there is. There is. Basically the 

20 comment, the pen input panel and the annotation services are interposed 

21 between the applications which are identified as 230 on figure 2. 

22 JUDGE DIXON: Annotations? Where is that in the claim? 

23 MR. JOY: That's - it goes back to what is the term "a set of tablet PC 

24 interface services." 

25 JUDGE DIXON: Have you defined that in the specification? 
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1 MR. JOY: I believe I have. 

2 JUDGE DIXON: Where? 

3 MR. JOY: The actual term, "a set of tablet PC interface services," no. 

4 That term you would not see it verbatim in the specification. However, the 

5 claim itself states that the application programs interact with a user via the 

6 tablet PC interface services. 

7 JUDGE BLANKENSHIP: Mr. Joy, this is Judge Blankenship. What 

8 we have is in the application figure 2, it lists these common services such as 

9 e-mail support, so apparently that's a tablet PC interface service, but this 

10 ViewSonic reference has e-mail support, doesn't it? 

11 MR. JOY: I'll take your word for it. I didn't ~ 

12 JUDGE BLANKENSHIP: Look at page 6 of ViewSonic. Around the 

13 middle it says it has an e-mail hotkey. 

14 MR. JOY: Okay. Yes, I would agree with that but I would ~ my point 

15 that I'm trying to make, though, is that the set of tablet PC interface services, 

16 that term as modified by the additional text of the claim is directed to the 

17 services that allow the user to interact with the application programs associated 

18 with the human-machine interface of the tablet PC. 

19 And I would say that, as I mentioned in my Reply Brief, I don't believe 

20 that the save to file, prints, e-mail support, editing, those really - if it was just 

21 those set of services, you would not have a set of tablet PC interface services. 

22 Those would be just standard interface services. Those are ones that would be 

23 associated with any type of thing. 
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1 The unique services that would correspond to a set of tablet PC interface 

2 services are the additional ones that are annotation, at least one of the two, 

3 either pen input panel or the annotation. 

4 JUDGE BLANKENSHIP: Again, the ViewSonic reference, page 32, it 

5 has handwriting recognition, it has a markup mode. 

6 MR. JOY: That's true. 

7 JUDGE BLANKENSHIP: How is that different -- 

8 MR. JOY: I addressed that as well. That's actually a standalone 

9 application. It is not a service that's exploited by the applications. That's a 

10 standalone application. I have addressed that in my Reply Brief. 

1 1 JUDGE BLANKENSHIP: Well, I think it's acknowledged that 

12 ViewSonic doesn't have these application programs. 

13 MR. JOY: Well, I'm not really sure how it would work, actually. To 

14 me, my understanding of this PenOffice is that it would actually operate on top 

15 of something but it wouldn't be the application itself that I'm referring to, the 

16 application programs that would be interacting. It would be this pen program 

17 operating individually and separately probably ~ 

18 JUDGE BLANKENSHIP: Well, again, figure 2 of the application 

19 shows the services includes data entry in box 230. 

20 MR. JOY: Box 230, yes. That's the applications. 

21 JUDGE BLANKENSHIP: One of the applications is data entry. 

22 MR. JOY: Okay. But again, those are applications. Those are 

23 identified as applications and the claim structure is set up to identify 

24 applications, services and the tablet PC hardware. 
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1 If you are mapping that on to figure 2, the applications are 230, the 

2 interface which I referred to as the set of tablet PC interface services are the 

3 common services 220 that include at least one of the sort of services that allow 

4 you to exploit a tablet PC, that being one of the first two, pen input panel or 

5 annotation. 

6 JUDGE BLANKENSHIP: Can't you enter data into Microsoft Word? 

7 MR. JOY: Yes, absolutely. 

8 JUDGE BLANKENSHIP: So we have that on page 32 of ViewSonic. 

9 MR. JOY: Okay. But again, the structure of this disclosed in 

10 ViewSonic is that this PenOffice is actually an application running separate. It 

11 is not interposed between. It's not called by the Microsoft Word application. 

12 It runs by itself. It's probably running on top of the digital ~ or the bitmap or 

13 something but it's not acting as a service that's called by the Microsoft Word 

14 application. 

15 JUDGE BLANKENSHIP: So the Microsoft Word application interacts 

16 with the user via this PenOffice? 

17 MR. JOY: No, not that I know of. 

1 8 JUDGE BLANKENSHIP: How does it interact with the user? 

19 MR. JOY: Your guess is as good as mine. My interpretation of this is 

20 that it's running separately and operating on bitmaps or something that are 

2 1 generated by the tablet PC. 

22 I guess, you know, in summary, our position is that PenOffice is a 

23 separately running application and not a service that's called by Microsoft 

24 Word. I have no idea how Word - my guess is that Word has no knowledge 

25 whatsoever of this PenOffice. I'm not sure. 
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1 The disclosure of this reference, I don't think, is clear enough to know 

2 whether or not that occurs. But my understanding upon reading it is that 

3 PenOffice is a standalone application that does not require the Microsoft Word 

4 application to have any knowledge of it. 

5 I think we've fleshed out at least the points that I wished to raise with 

6 regard to claim 1 . I know that there's going to be - there might be a 

7 disagreement on the construction of the term "set of tablet PC interface 

8 services," but again, I request that you consider the words that are placed 

9 around that particular element in the claim when rendering your decision. 

10 I would like to go on to the dependent claims 5, 10 and 16. I just fail to 

1 1 see anything in the cited references that would correspond to what's been 

12 recited in each of these claims. 

13 And kind of in contrast to what we have been discussing earlier, these 



14 do go into details of rather than if there is some issue with regard to how to 

15 interpret and whether to interpret a set of tablet PC interface services broadly 

16 or narrowly, claims 5,10 and 16 call out for specific capabilities in the 

17 application of programs that are associated with this invention, and those 

18 particular elements, as I say, it's our position that they don't exist in the cited 

19 references. 



20 JUDGE DIXON: Anyone have any further questions? Do you have any 

21 further comments? 

22 MR. JOY: I do not. I guess at least the one last thing is I just want to 

23 make sure that at least there's an understanding that the prior art Windows -- 

24 not Windows. Wonderware InTouch application really didn't have any type of 

25 awareness or way of exploiting the capabilities of the tablet PC. 
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1 The inventors, what they did is they developed a set of what's been 

2 referred to as common services in figure 2 in order to allow them to do that 

3 and then thereafter modified the previous version of InTouch in order to 

4 exploit those capabilities. 

5 And then finally, common services isn't meant to mean that they are 

6 common to, you know, well known but rather that they are shared by the set of 

7 applications 230. I think you probably knew that already, but I just want 

8 to make sure that that's clear. 

9 Thank you very much. I appreciate the time and your consideration of 

10 our position. 

11 JUDGE DIXON: Thank you. 

12 (Whereupon, the proceedings were concluded on Wednesday, 

13 December 9, 2009.) 
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